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THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

1. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d937, 214 USPQ 761 (CCPA 1982); In re Vogel, All F.2d438, 1 64 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528 5 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

2. Claim 1 and 4 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 , 2, 4, and 5 of copending 
Application No. 10/806318. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both set of claims contain recording of recording 
pattern having multi-pulse and recording of erase patter having multi-pulse. In claim 1 of the 
instant Application recites "a recording waveform generating unit which generates a recording 
waveform having an erase pattern containing a multi-pulse and a recording pattern containing 
another multi-pulse"; this limitation would corresponds to "a recording waveform generating 
unit generating a recording waveform which includes a first multi-pulse having a plurality of first 
pulse to form the recording pattern in response to the first level of the input data and second 
multi-pulse having a plurality of second pulse to form the erase pattern in response to the second 
level of the input data", as recited in claim 1 of Application No. 10/806318. The apparatus as 
claimed in claim 1 of Application No. 10/806318 would obviously include the pickup unit, 
because the apparatus is performing recording and/or erasing of patterns on the optical recording 
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medium. Furthermore, the pickup unit which generate light as recited in claim 1 of instant 
Application would correspond to the pickup unit recited in claim 4 of Application No. 
10/606318. 

In regards to claim 4 of instant Application, the limitation of "a recoding waveform 
generating unit which generates a recording waveform comprising the recording pattern, an erase 
pattern having a multi-pulse, and a cooling pulse concatenating the recording and erase patterns" 
is essentially the same as the limitation of "recording waveform generating unit generating a 
recording waveform which comprises the recording pattern corresponding to the first level of the 
input data, the erase pattern having a multi-pulse corresponding to the second level of the input 
data, and a cooling pulse concatenating the recording and erase patterns" as recited in claim 5 of 
Application No. 10/806318. The apparatus as claimed in claim 5 of Application No. 10/806318 
would obviously include the pickup unit, because the apparatus is performing recording and/or 
erasing of patterns on the optical recording medium. The pickup unit which records mark and/or 
space as recited in claim 4 of instant Application would correspond to the pickup unit recited in 
claim 4 of Application No. 10/606318. Furthermore, the cooling pulse as recited in claim 4 
corresponds to the cooling pulse claimed in claim 2 of Application No. 10/806318. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

3. Claims 2 and 3 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 2, 4, and 5 of copending 
Application No. 10/8063 1 8 in view of Ichihara. 
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In regards to claim 2 of instant Application, claims 1 or 4 of Application No. 10/806318 
do not disclose a channel modulation unit which channel modulates data; however, Ichihara 
discloses an optical recording apparatus comprising a channel modulation unit which generates 
data provided form an outside source, and output an NRZI data signal to the recording waveform 
generating unit (see Fig. 5, element 25; and Figs. 1A and IB show the NRZI waveform and 
recording waveform, respectively). 

It would have been obvious to a person of ordinary skill in the art, at the time the 
invention was made, to have channel modulation unit for modulating the data provided from the 
outside source in the apparatus disclosed in the Application No. 10/8063 18. On of ordinary skill 
in the art would have been motivated to modulate the data input from the outside source, because 
conversion of recording data into a predetermined row of code bit is processed by modulation 
unit (see Col. 10, lines 39-45). Hence, modulation unit would be needed in order to correctly 
record information on the optical recording medium. 

In regards to claim 3 of instant Application, claims 1 or 4 of Application No. 10/806318 
do not, but Ichihara discloses an apparatus for recording information on the optical recording 
medium, wherein the pickup unit comprises: 

a motor which rotates the optical recording medium (see Fig. 5, element 12); 

an optical head having a laser device which generates a laser beam to the optical 
recording medium or receives the laser beam reflected from the optical recording medium (Fig. 
5, element 13); 

a servo circuit which servo-controls the motor and the optical head (Fig. 5, element 24 
and/or 22; and Col. 10, lines 25-38) ; and 



Application/Control Number: 10/806,107 
Art Unit: 2652 



Page 5 



a laser driving circuit which drives the laser device installed in the optical head (Fig. 5 5 
element 25). 

At the time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to include the above components shown in Fig. 5 of Ichihara into the optical 
pickup unit disclosed by Application No. 10/8063 18. One of ordinary skill in the art would have 
been motivated to do this, because every component contained in the optical pickup, listed 
above, are crucial for carrying out recording and/or reproducing of information to and/or from an 
optical recording medium (see Col. 10, lines 25-64). 

This is a provisional obviousness-type double patenting rejection. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1-4 are rejected under 35 U.S.C. 102(e) as being anticipated by Ichihara (US 
6,396,792). 

Referring to claim 1 : 

Ichihara discloses an apparatus for recording data on an optical recording medium (see 
Fig. 5), comprising: 

a recording waveform generating unit which generates a recording waveform having an 
erase pattern containing a multi-pulse and a recording pattern containing another multi-pulse (see 
Figs. 1A and IB) ; and 
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a pickup unit which generates light to the optical recording medium according to the 
generated recording waveform so that a mark or a space is formed on the optical recording 
medium (see Fig. 5 and Col. 3 5 lines 5-17). 

Referring to claim 2: 

Ichihara discloses an apparatus as in claim 1, further comprising: 

a channel modulation unit which channel modulates data provided from an outside 
source, and outputs an NRZI data signal to the recording waveform generating unit (see Fig. 5 
and Col. 10, lines 39-45; element 26 corresponds to the channel modulation unit, and element 26 
would obviously include the recording waveform generating unit since Figs. 1 A and IB show the 
NRZI signal are to be recorded on the optical recording medium). 

Referring to claim 3: 

Ichihara disclose an apparatus as in claim 1, wherein the pickup unit comprises: 

a motor which rotates the optical recording medium (see Fig. 5, element 12); 

an optical head having a laser device which generates a laser beam to the optical 

recording medium or receives the laser beam reflected from the optical recording medium (Fig. 

5, element 13); 

a servo circuit which servo-controls the motor and the optical head (Fig. 5, element 24 
and/or 22; and Col. 10, lines 25-3.8) ; and 

a laser driving circuit which drives the laser device installed in the optical head (Fig. 5, 
element 25). 

Referring to claim 4: 
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Ichihara discloses an apparatus for recording data on an information storage medium 
(Fig. 5), comprising: 

a recording waveform generating unit which generates a recording waveform comprising 
a recording patter, an erase pattern having a multi-pulse, and a cooling pulse concatenating the 
recording and erase pattern (see Figs. 1A-1B and Col. 11, lines 8-15; the modulation circuit 26 
generates the waveform as shown in Fig. IB; also see Col. 6, lines 35-45; the pulse between the 
recording pattern and the erase pattern corresponds to the cooling pattern, which concatenating 
the recording and the erasing patterns); and 

a pickup unit which records with respect to the information storage medium according to 
the generated recording waveform so as to form a mark and/or a space on the information storage 
medium (see Col. 2, lines 53-65). 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Dekker is cited, because Dekker shows an optical recording medium capable of recording 
multi pulse erase pattern on a recording medium. 

Nakamura et al. is cited, because Nakamura et al. teach a method of recording erase 
pattern having multi-pulse. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lixi Chow whose telephone number is 571-272-7571. The 
examiner can normally be reached on Mon-Fri, 8:30am to 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hoa Nguyen can be reached on 571-272-7579. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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